Abstract: Steps taken by US to improve industrial design protection in specific industries including boat industry and chip manufacturing compared to UK design right, Community Design proposals and Japanese unfair competition law.
The United States has taken two recent steps in the direction of improved market entry protection of product appearance. This article will analyse these steps, discuss their practical implications, provide an international comparative analysis with similar protection forms and recommend the next step for the United States and for a global approach to market entry design protection.
The United States' First Step for Market Entry Protection of Product Designs
The United States' recent, first step for improved market entry design protection was in 1984, when the SemiConductor Chip Protection Act (Chip Act) was *619 enacted.
[FN12] It provided semi-conductor chip manufacturers with the right to prevent copying of a chip design created by a mask work, including purely technical features. In effect this law protected a chip circuit, as represented by the appearance of a circuit layer. [FN13] Under the Chip Act, the right began on commercial introduction of a chip with a mask work design, or registration of the design. A substantially identical copy was needed to infringe this right. Before bringing a suit for infringement an application for registration had to be filed.
[FN14] The right was lost if no application for registration was filed within two years from the first commercial introduction of the product with the design. The Copyright Office was given the responsibility to review the chip design registration application for formalities without conducting a substantive review. The statute provided that a protected design had to have originality and not be a common design, essentially creating a low-level novelty requirement similar to U.S. copyright law.
[FN15] Slight variations in combination on these common designs were not original.
[FN16] It created a low-level skill of the art (obviousness) type standard, [FN17] In essence, the Chip Act has many features that are common with the U.S. copyright law, but it is a separate law. The Chip Act created a relatively simple protection system to prevent copying of original computer-chip circuit designs.
The Chip Act features combined to allow relatively prompt legal action on market entry against infringers who made a substantially identical copy. The fact that there has been only one reported decision involving the Chip Act raised questions on whether this law was effective. In that decision the Federal Circuit, Court of Appeals, upheld the lower court's decision of infringement under the Chip Act, after a detailed review of its legislative history. [FN18] The lack of litigation may be evidence that the Chip Act has served its purpose, forcing competitors to use their own chip design, or make enough modifications in existing designs to avoid infringement.
The basic features of the Chip Act were used in the second recent step for improved U.S. market entry design protection, the enactment of the Vessel Hull Design Protection Act ("Vessel Hull Act").
The United States' Second Step for Market Entry Protection of Product Designs
In 1997 the U.S. boat industry asked Congress to help solve a problem with copiers of boat hulls. The existing intellectual property laws were not considered effective to create a fair level of competition. The boat industry had attempted to use special state laws and failed.
[FN19] Trade secret law was found useful in certain situations.
[FN20] Lawsuits based on unfair competition laws had not been effective.
[FN21] The design of a fibreglass boat hull and related components, like the deck and cabin, is expensive, taking many months to create. The hull or other component shapes are created first in the form of a plug. The plug is used to make the master mould. Hulls are produced quickly from this mould. The market problem for new boat designs was that a competitor could buy the new boat and use it as the plug to make a mould of the hull. In this manner a competitor could be on the market with the same design in a few months, without incurring major cost for the hull design.
The boat industry wanted a simple, immediate protection system against copying new boat hull designs. In 1998 the Vessel Hull Act was enacted on a test basis for two years, to see if it would help solve the boat industry's problem.
[FN22] It utilised the basic features of the Chip Act, including market entry protection against copying, with a requirement to register within one year of market entry to continue protection for 10 years and to bring an infringement suit. The protection began only when a boat hull was built and ready for use and made public, or introduced in EIPR 1999, 21(12), 618-623 FOR EDUCATIONAL USE ONLY Page 2 E.I.P. R. 1999, 21(12) , 618-623 (Cite as: E.I.P.R. 1999, 21(12), 618-623) a working form. The underlining principle was that the product must have been in use or in the marketing stage. There was no protection for merely having drawings of the boat design or a model, or a partially completed boat. The protection term was for a total of 10 years, if registration was applied for within one year of market entry.
In contrast to the Chip Act, the Vessel Hull Act did not protect purely functional features. It required that the protected design must be original, attractive or distinctive and excluded features that were essential technical ones and that were common for that type of product.
[FN23] Trivial variations of these common design *620 features were excluded also.
[FN24] The Vessel Hull Act clearly stated that non-essential technical features that were original as well as distinctive or attractive, and not common or trivial variations of common features, could be protected as an integral part of boat hull or deck designs.
[FN25] The general test for infringement followed the copyright law approach, with the requirement of showing access to the protected design and that the copy was substantially identical to it.
In essence, the Vessel Hull Act created a protection system similar in many ways to the U.S. copyright law. The test for originality and the requirement for registration before a legal action were two of the common features. Both systems excluded protection of subject-matter needed for general product development. The Chip Act and Vessel Hull Act's common structures and close development with copyright law were due to the earlier general design legislation that served as their model. [FN26] Practical Example of the Vessel Hull Act Use Some U.S. boat manufacturers were excited about the Vessel Hull Act, but they had a real dilemma, owing to the two-year test period for the Vessel Hull Act.
[FN27] Lawsuits cannot be brought on registrations made under this law after the two-year period, which will end on October 27, 2000, unless the law is extended. A joint report from the Copyright Office and the Patent and Trademark Office will be completed during the two-year test period, with a recommendation on whether the law should be continued.
As a practical matter, a boat manufacturer can wait to see if there is an infringement, and register the boat design only if necessary to proceed with a lawsuit. In many cases the alleged infringer may agree to stop manufacturing the copy without the need for bring a suit. The absence of law suits under the Vessel Hull Act during the twoyear test period may not be a good indication of whether the new law is effective. As with the Chip Act, the new law could be establishing an accepted fair level of competition. The two-year limit could discourage registrations where no current dispute exists. On the other hand, the best strategy would be to register hull designs that are going to be produced in large quantities. Congress may extend the law and make it retroactive, based on prior registrations.
In practice, an infringement would be measured by whether a copy was made by using a mould of the original hull or deck parts. If a mould was made from a boat hull, for example, the copier would include all design features and there should be original features of a distinctive or attractive nature that were copied, increasing the likelihood of infringement. Moulding techniques allow moulds to be made of parts of moulds taken of other hulls and adding or removing features, thereby putting altered moulded parts into a new hull design. A competitor who makes these changes can come up with a different design that might avoid infringement. The Vessel Hull Act would have accomplished its goal, even if these additional steps were used, as it would deny the easy way to duplicate a new hull design.
The Copyright Office Registration Process Rule
The Copyright Office has set up a registration process for the Vessel Hull Act similar to the Chip Act registration now performed in that office.
[FN28] While the U.S. copyright registration procedures may be a useful administrative guide, the Vessel Hull Act sets up a new system for product design protection substantially different from EIPR 1999, 21(12), 618-623 FOR EDUCATIONAL USE ONLY Page 3 E.I.P. R. 1999, 21(12) , 618-623 (Cite as: E.I.P.R. 1999, 21(12), 618-623) copyright registration for useful articles.
The Copyright Office has published Interim Regulations and registration forms for the Vessel Hull Act designs.
[FN29] These forms should be designed so they are easy for the individual boat manufacturers to fill out and should not require legal statements that would limit the design owners' rights. The registration form should not require an applicant to make statements on what is the original or novelty part of design, or analyse the related prior art known to the applicant. A lawyer may be able to word such statements correctly, but a boat designer would not be likely to avoid legal pitfalls. In these respects the application form should be user-friendly and not a legal trap for the user. The Interim Regulations and application can create some problems for applicants. The information requested should be *621 very general, to avoid any problems. If information is required that might be difficult for a user to present without creating legal issues, the regulations should state that the application information cannot be used in interpreting the scope of protection, leaving it to an appropriate legal proceeding, with the facts developed there, to make that determination. A similar approach of eliminating any legal effect for summarising an invention in an application is used for utility patent abstracts.
[FN30] The purpose of this registration process is to make it simple enough for a boat design owner to fill the application and obtain registration for most boat designs. The simplified approach and prompt processing are consistent with procedures under the copyright law, and the main reasons the Copyright Office was chosen to administer the Vessel Hull Act.
The Copyright Office review of a Vessel Hull Act application for registration will be a determination of whether all parts of the application are properly filled out. It will determine whether the application on its face shows a design that may be protected under the Vessel Hull Act. The Copyright Office should not determine originality using the applicants' statements, unless the facts show no basis for protection. Originality and the low level of novelty it requires for protection are difficult lines to draw under the circumstances of a Copyright Office review. Where there is some basis in the application for protection, the registration should be approved and the issue left for court determination, as is the practice for most copyright registration application reviews. In the past, for most items on which copyright protection has been sought, the procedures have worked quite well. Perhaps the procedures used for the examination under copyright law for jewellery and architectural works would be most applicable to the Vessel Hull Act applications. The Chip Act registration procedures should provide useful guidance also. The Vessel Hull Act does provide a standard of distinctive or attractive that gives more flexibility in accepting original designs. One of the Vessel Hull Act's purposes is to prevent copying by moulding, where small visual impressions will be copied that are sufficiently distinctive to be recognised on close inspection by a user. These distinctive features in the overall design shown in the registration should be the basis for protection.
International Comparative Analysis of the Vessel Hull Act
As mentioned in the introduction, there is a clear international trend to establish market entry protection against copying product designs. Certain industries have demanded this protection to stop copying that can cause a business to fail. This section will review the laws of several countries and compare them with the Vessel Hull Act approach, illustrating the trend of market entry protection.
Perhaps the greatest progress for market entry product design protection will come from the European Union ("E.U.")-proposed Community Design Regulation that is close to completion. [FN31] In summary, the E.U. Design Regulation will provide protection only against copying for a period of three years from the time a product with the design is made public.
[FN32] If longer protection is needed, there is a stage-two procedure to obtain registration for exclusive rights against copying and independent creation. The novelty level requirements differ on the effective date, with the unregistered right based on comparison with what was public before the market entry of the new design in the E.U. region, and the registered right based on what was public before the application filing date.
[FN33] There is no need for design registration to enforce the market entry right. A design must be distinctive from EIPR 1999, 21(12), 618-623 FOR EDUCATIONAL USE ONLY Page 4 E.I.P. R. 1999, 21(12) , 618-623 (Cite as: E.I.P.R. 1999, 21(12), 618-623) prior designs to be novel, and infringement requires the designs to be substantially identical.
The U.S. Vessel Hull Act has several similar features to the E.U. Design Regulation. For example, the Vessel Hull Act level of protection is the same as the stage-one E.U. Design Regulation, requiring copying for an infringement. These parallel infringement approaches show a general agreement that certain product design features should be protected against copying on market entry, to prevent an unfair business practice.
The interface with design registration protection in the E.U. Design Regulation is quite different from the U.S. Vessel Hull Act approach. The E.U. Design Regulation will provide a reasonable period of three years' protection for short-life designs without registration. It anticipates that longer protection should be by registration and provides an exclusive right like a patent after registration. In contrast, the U.S. Vessel Hull Act requires registration to continue the protection against copying for more than one year. In the United States a design can be protected using a design patent filed within the one-year period after market entry, or earlier under certain circumstances to meet patent law bar requirements. Vessel Hull Act protection will continue after registration until the design patent issues.
[FN34] This overlap is very favourable to design owners and it is necessary because of the delays in obtaining grant of design patent protection. [FN35] In this respect the Vessel Hull Act interfaces well with the design patent system. The E.U. Regulation did not need an overlap since relatively prompt registration will automatically convert the copying-only protection to an exclusive-patent type right for a longer period.
*622
In contrast to the E.U. Design Regulation novelty standard, the Vessel Hull Act applied a copyright-type determination of what subject-matter was protected using an expanded originality standard. The Vessel Hull Act excluded protection of features that were common to that type of product, such as a shape that had set a trend, as evidenced by being used in many products.
[FN36] Minor variations of these common features were not protected either. The E.U. system compared any prior design that was public in the E.U. and protected a later design only if it was distinctive from prior designs. The Vessel Hull Act allowed a wider range of similar products to be used than the E.U. system, each product with its protection against copying. This contrast in subject-matter protected reflected the basic differences in the two systems, with the U.S. system applying concepts similar to copyright law, and the E.U. following more of a patent approach. Each of these systems has its advantages and disadvantages. While time will tell which one is more practised, it appears that the Vessel Hull Act's expanded originality test will be quicker to evaluate and require less effort to locate relevant prior designs.
A big difference between the E.U. Design Regulation and the Vessel Hull Act is scope of subject-matter protection. The E.U. Design Regulation has a broad range of product design protection covered, excluding for the present spare parts.
[FN37] The United States has chosen for the present to define protected subject-matter narrowly, starting with the computer chip designs in the Chip Act and now vessel hulls and decks in the Vessel Hull Act. The spare parts issue stopped the United States' recent efforts for broader market entry protection. [FN38] Most U.S. attorneys would prefer the E.U. approach to subject-matter. The problem is how to convince Congress that additional design protection is needed for a broad range of products. Overall the E.U. Regulation has a very effective approach to market entry design protection.
The Japanese unfair competition system has its strengths and weaknesses in comparison to the Vessel Hull Act.
[FN39] The experience under the amended Japanese unfair competition system has verified that the law is effective.
[FN40] While it has a broader scope of subject-matter protection than the Vessel Hull Act, it has a narrow scope of infringement protection, requiring almost an identical copy. This Japanese law addressed the most serous form of copying. The Vessel Hull Act had a substantially identical infringement test that should be more effective than the Japanese Unfair Competition Law in preventing slight differences from avoiding infringement. The U.S. Vessel Hull Act registration requirement is another point of distinction from the Japanese Unfair Competition Law. There is a measure of simplicity in the Japanese unfair competition system, allowing immediate access to a court. The Japan-EIPR 1999, 21(12), 618-623 FOR EDUCATIONAL USE ONLY Page 5 E.I.P.R. 1999, 21(12), 618-623 (Cite as: E.I.P.R. 1999, 21(12), 618-623) ese system's three-year term should fit most short-life designs, but it lacks the opportunity to extend protection that the Vessel Hull Act has. The Japanese Unfair Competition Law has a creative approach to market entry protection.
The U.K. design right statute, enacted in 1988, was one of the first answers to the need for market entry protection.
[FN41] It was created as a substitute for a rather complex copyright law that protected some product designs. The U.K. design right required no registration and protected a broad range of products only against copying, with some limitations on what subject-matter could be covered. The important benefit was it created a level of competition forcing competitors to at least make their products with a different appearance on many features. The five-year design right initial term before a licence of right could be obtained was adequate for many products. The U.K. design registration was available for longer protection, with higher standards, and gave protection also against independent creation. In a historical view, the U.K. design right statute has proved, over a 10-year period, that a nonregistration system could function effectively to provide market entry protection.
[FN42] This experience had a strong influence on the E.U. plan to incorporate a market entry, simplified system into its Design Regulation, as discussed above.
[FN43]
The U.K. design right and the U.S. Vessel Hull Act have several similar structural features that allow these systems to provide effective market entry protection in a *623 balanced, competitive way. Each system requires originality [FN44] and a protected design must be copied for infringement.
[FN45] Protection is available in each system when a product goes on the market. The U.K. Court of Appeal in its first design right case recently analysed the originality provision that excluded commonplace designs.
[FN46] The approved test boiled down to a comparison of the later design to see if it was distinctive from earlier designs. It appears that the U.K. courts so far have decided to use the E.U. Design Regulation novelty test, comparing prior designs to see if the later design is distinctive. The U.K. courts may find, after further review, that the system's copyright nature and history dictate that it use an approach essentially like the Vessel Hull Act's expanded originality test. The U.K. design right and Vessel Hull Act differ also on the design features that must be excluded. As a result of the intense debate in the United Kingdom over the protection of spare parts, the design right statute excluded features required to interconnect with the product or to retain an overall design appearance in a product. [FN47] The U.K. design right has proven to be a workable approach to market entry protection. It has not created a large number of court cases in its 10-year history. Its success should be an encouragement to consider expanding the products protected in the United States using the Vessel Hull Act as a model. In the United States appropriate adjustments will be needed in the product features covered, and the U.K. design right system offers a good example to consider in developing the necessary compromises with affected industries.
Conclusions
The U.K. Design Right statute, the U.S. Chip Act, the Japanese Unfair Competition Law, the very recently enacted U.S. Vessel Hull Act, and the proposed E.U. Community Design Regulation show the worldwide trend to provide market entry product design protection. While these laws differ in details, they have in common several key features. Protection against copying is available immediately on product market entry, and in most systems no registration requirements exist. In many of these systems a design owner can go directly to court to stop the infringement. While the extent of protection varies, with the Japanese Unfair Competition Law targeting almost identical infringers, the impact centres of these laws are essentially the same. The term of protection varies also, with a threeyear limit being most common to protect against copying, and the design registration or patent being the next step for strong and longer protection.
The U.S. steps to provide market entry protection have been very inadequate when compared to the international trend for improved market entry protection. While the Chip Act and the Vessel Hull Act were needed, there are many more products that should receive the same type of protection. Other U.S. laws do not provide prompt, market EIPR 1999, 21(12), 618-623 FOR EDUCATIONAL USE ONLY Page 6 E.I.P. R. 1999, 21(12) , 618-623 (Cite as: E.I.P.R. 1999, 21(12), 618-623) entry protection. Now is the time for the U.S. Congress to recognise the worldwide trend to provide design market entry protection. This trend should help persuade Congress to enact limited-term market entry design protection against copying for a wider range of product designs.
On a global level, other countries should consider adding an appropriate market entry design protection system. It should be a topic for discussion at the World Trade Organization level. The United Kingdom, Japan and the United States have systems in operation that offer a choice, and the E.U. Design Regulation proposal is another approach worth serious consideration. Each of these systems has been carefully crafted to support development of new products, while keeping a balance so competition can occur. Encouraging improved industrial design is a way to enhance economic development, to the benefit of developed and developing nations.
While harmonisation of the world's design systems may not be a realistic goal for the near future, it is conceivable that, in general terms, harmonisation of design laws on market entry protection can be achieved. The basic features to adopt would be to prevent copying of original and distinctive designs on market entry. It will establish a fairness standard in competition that many countries have recognised. Fryer's web site at http://www.fryer.com/vhdparp.htm, including the original and revised House Bills, conference report, enacted law text, and House hearing testimony; site was last visited July 1, 1999. The terms "industrial design" and "design" are used hereinafter as interchangeable for product appearance, unless otherwise stated.
FN23. ibid., at § § 1301 (a) (1), 1301 (b) (1), 1302 and 1309 (f). The term "original" is defined in § 1301 (b) (1) as "a design is 'original' if it is the result of the designer's creative endeavor that provides a distinguishable variation over prior work pertaining to similar articles which is more than merely trivial and has not been copied from another source". The copyright nature of the Vessel Hull Act suggests that independently EIPR 1999, 21(12), 618-623 FOR EDUCATIONAL USE ONLY Page 8 E.I.P. R. 1999, 21(12) , 618-623 (Cite as: E.I.P.R. 1999, 21(12), 618-623) created, identical or similar works can co-exist and be protected. The reference in § 1301 (b) (1) to "distinguishable variation" does not create a requirement to distinguish from all prior art designs. It is a criteria for a low-level novelty standard, to prevent use of commonplace and essential technical features for a distinctive appearance, with the excluded subject-matter listed in § 1302 (commonplace, trivial variations on commonplace, and technically essential features are excluded). In the alternative, if an absolute novelty standard is the one to be applied, then at least all prior designs publicly known anywhere in the world would have to be examined to determine that the design for which protection is applied for is distinctive from this prior art. The low-level novelty approach would provide the simpler, more effective right needed for market entry protection, the primary purpose of the Vessel Hull Act. FN29. The Vessel Hull Act Interim Regulations, application forms, and helpful information on completing the form are available on the Copyright Office web site, Http://www/loc.gov/copyright/vessels; this site was last visited on July 15, 1999. The registration process was initiated on July 1, 1999. It is beyond the scope of this article to review in detail the Interim Regulations and registration forms. Several general comments are provided in this article that should be helpful in finalising the regulations and forms.
FN30. 37 C.F.R. 1.72 (1999) . This patent rule addressed a problem essentially the same as the one that would be experienced in preparing the Vessel Hull Act registration application. The rule stated: "The purpose of the abstract is to enable the Patent and Trademark Office and the public generally to determine quickly from a cursory inspection the nature and gist of the technical disclosure. The abstract shall not be used for interpreting the scope of the claims."
